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REMARKS 

Recons.i.derat; ion and allowance of the above-referenced 
applies] t ion a ce respect tuily reqv^ested . 

The claims stcuid objected due to informalities which have 
been co r r e c t: Gd herein. 

Claim 18 stands rejected under 35 USC glOl, as allegedly 
being direcl:c-?d to non-statutory subject matter. This contention 
is respectfully t raver, •^(iid . The rejection (essentially reasons 
that putting the 'process of making' and * process of using' in 
the same claim crosses statutory classes. However, according to 
§101, t|-ie classes of claims include process, machine, 
manufacture or composition of matter. 55ince the patent office's 
own analysis of the claim shows that all parts of it are 
directed to "processes", the rejection under 35 USC §101 is 
respect f ul ly t ra versed , 

The word "substantially" has been removed to obviate the 
§112 rejection to Claims 7-10 and 12, 

Claim 12 has been amended to depend from Claim 7 to obviate 
the rejection's under &'112. The rejection of Claim 18 under §112 
is respectfully Lra versed, since the rejection on this basis has 
nothing to do with the stacute or any other legal theory, and 
the statement thrit a person having ordinary skill in the art 
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would not understand how to both m^ake and use the process is 
respectfully L reversed , 

Claim:? 7, 8, 10, 13, 1-2, 18, 20 and 23-26 stand rejected 
under 35 USC §103 (a) as allegedly being unpatentable over 
Serpico et al. in view of the Zonyl reference and further in 
view of Trainharn, III ct al . This conten1:ion is respectfully 
traver;?ed, and for re.=3:=;ons S(^t forth herein, the combination is 
made ba s ed on t i r e 1 y o ti 1 1 i nd s i q ht . 

The rejeciiion admits th<:it Serpico en al. does not teach 
e^cplicitly adding an ionomer to the Ccitalyst ink. The r<5jection 
uses TrainhaiU; 111 et al,, which does ishow using a Nafion 
ionomer in n catalyst ink, 3ee column 8 lines However, 
the reason for adding the Nation ionomer in Trainham, III et al, 
is "to enhance the catalyst -ionomer surface contact and to act 
as a binder to the Nafion raemhrane sheet:*'. That is, Trainham, 
III et al. does i%>ach adding Nation, but Leaches adding Nafion 
only as a binder. In other words, there i^ no teaching or 
suggestion in Trainham, III i^t al. which would lead a person of 
ordinary skill in the art to the claimed subject matter of 
adding an ionomer with "a property of improving ion conduction". 
The Ionomer in Trainham, III et al. is only added for the 
purpose of improving binding, not for improving ion conduction. 

For these rt-iztisons, a person having ordinary skill in the 
art would not operat i vely makc-i the combination of Serpico et al. 
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in view of Zonyl and further in view of Trainham, III et ai. 
The reasons ilor iiwiikinq this coinbination are hho^e set forth in 
the preiiGnt specification, not the prior art. The teaching in 
Trainhatn, III eL al. would not lead a person having ordinary 
skill in the art to mak<5 thi:5 combination. 

Many of the dependent claims should also be allowable for 
analogous reason,^. Claims 23-2 6 define that the ionorner is 
Nafion configured as an ion conductinq maLerial. Nowhere does 
the prior art teach or suggesi: tihis feature. At Iciasti one form 
of Nafion is ion exchanqe, not ion conduction* The 
configuration of Nfifion is in no way taught or suggested. 
Claims 23-2G should hence oe allowable for these reasons. 

Claim 13 defines r catalyst ink with wat€^r, ionomer, and a 
catalytic materi.al with platinum and another catalytic material. 
Carbon fiber paper is also prepared by adding fluorocarbon 
polymer. There is no teaching or suggestion of this combination 
in the cited prior art. Therefore, the claims of this type^ 
including Claims 13, IB and 19, which define a substrate of 
carbon fiber paper that has fluorocarbon polymer added thereto, 
should be additionally allowable for the reasons. 

It is believed that all of the pending claims have been 
addressed in this paper. However, failure to address a specific 
rejection, issue or comment, does not signify agreement with or 
concession of that rejection, issue or comment. In addition, 
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because l;he argunienLy made above are not intencied to be 

exhaustive, there may be rc^a^sony for patentiabiliLy oif any or all 

pending glaims (or other claims) that have not been expressed. 

Finally, nothing in Lhls paper should be construed as an intent 

to concede tiny issue with regard to any claim, except as 

specifically stated in this paper, and the amendment of any 

claim does nbl: necessarily signify concession of unpatentability 

of the claim prior to 1 t.s amendment. 

Applicants ask that all claims be allowed. No fee is 
believed to be due, however please apply any applicable charges 
or credits Lo Deposit Account No, Ofj-1050. 

R o s p c c t f u 1 ]. y s u bi n i L t e d , 

Date : _ M ay 9, 2006 

ScotiL C, Harris 
R^g. No. 32,030 

Fish Richardson P.C, 
PTO Customer No. 20985 
12390 El Camino Real 
San Diego, California 92130 
(8 58) 678-5070 telephone 
(858) 678-5099 facsimile 

1 0*3 Oft. on. Otv; 
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because the arqument s raacio above are not i.ntended to be 
exhaustive, r.hftrt"- n\ay be reasons lor patentability of any or all 
pendinq claims (or other c.lalnis) that have not been expressed. 
Finally; noLhinq in this paper should he construed as an intent 
to concede any is.sue w:i th cegard Lo any clainn, except as 
specif jcally i^tated in thiis p^iper, and the omendmenl: of any 
claim does not nccGs^arily signify concession of unpatentability 
of the claim prior to its: amendment. 

Applicants osk that all claims-: be allowed. No fee is 
believf>d to be due, however plea.se apply any applicable charges 
or credits: Co Deposit Account No. OG-10 50. 



Fish 5r Richardson P.C. 
PTO Customer No. 2098 5 
12390 El Camino Rc.-jI 
San Dioqo, Caiifornia 92130 
(858) 67S-5070 telephone 
(858) 678-5099 jiacsimile 



Date : May 9, 2006 



Sc^tA C. Harris 
K(/q. No. 32,0 30 



^ek pc i t f u 1 1 y s ubmi t ted, 
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